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2a)D This action is FINAL. 2b)S This action is non-final. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

1 . This action is in response to applicant's amendment received on July 5, 2005. 

2. The objection to the drawings is withdrawn in view of the amendment. 

3. The objection to the specification is withdrawn in view of the amendment. 

4. The rejection of claim 11 under 35 USC 112 is withdrawn in view of the 
amendment. 

5. The text of those sections in Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

Drawings 

6. The drawings are objected to under 37 CFR 1 .84(h)(5) because Figure 1 show(s) 
modified forms of construction in the same view. Corrected drawing sheets in 
compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the 
appropriate figure must be removed from the replacement sheet, and where necessary, 
the remaining figures must be renumbered and appropriate changes made to the brief 
description of the several views of the drawings for consistency. Additional replacement 
sheets may be necessary to show the renumbering of the remaining figures. Each 
drawing sheet submitted after the filing date of an application must be labeled in the top 
margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If 
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the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 102 

7. Claims 1, 2, and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Nehr (799,928). 

Regarding claim 1 , Nehr discloses a punch comprising: a cutting component (B) 
that is configured to a shape; a cutting component housing (A) that houses the cutting 
component (B), the cutting component (B) extending beyond the cutting component 
housing (A); and a handle component (11) extending from the cutting component 
housing (A) for positioning the punch, and the handle component (11) configured to 
maintain an approximate orientation of the cutting component relative to the cutting 
medium. 

Regarding claim 2, Nehr discloses the cutting component (B) is a die configured 
to a shape. 

Regarding claim 12, the handle component (11) includes a grip. 

Regarding claim 26, Nehr discloses the cutting component housing (A) is 
configured to allow a force to be applied directly to the cutting component (B). 

Regarding claim 27, Nehr discloses the cutting component housing (A) is 
configured to allow a hammer to apply a cutting force to the cutting component (B). 

8. Claims 1, 2, 25-27, 29, and 31-33 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Russell et al (5,746,104). 
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Regarding claim 1, Russell et al discloses a punch comprising: a cutting 
component (25) that is configured to a shape; a cutting component housing (23, 
including fork of 29) that houses the cutting component (25), the cutting component (25) 
extending beyond the cutting component housing (23); and a handle component (29) 
extending from the cutting component housing (A) for positioning the punch, and the 
handle component (11) configured to maintain an approximate orientation of the cutting 
component (25) relative to the cutting medium. 

Regarding claim 2, Russell et al disclose the cutting component (25) is a die 
configured to a shape. 

Regarding claim 25, Russell et al disclose the cutting component housing (23) 
comprising a top surface (top surface in FIG 2) and a bottom surface (bottom surface in 
FIG 2), and wherein the cutting component (25) extends beyond the top surface and the 
bottom surface. The cutting component extends to the right in FIG 2, and thus it 
extends beyond the top and bottom surfaces. 

Regarding claim 26, Russell et al disclose the cutting component housing (23) is 
configured to allow a force to be applied directly to the cutting component (25). 

Regarding claim 27, Russell et al disclose the cutting component housing (23) is 
configured to allow a hammer to apply a cutting force to the cutting component (25). 

Regarding claim 29, Russell et al disclose a punch assembly, comprising: a 
punch holding end (23, including fork of shank 29) having a top side (top surface in FIG 
2) and opposing cutting side (bottom surface in FIG 2); a punch die (25) positioned in 
the punch holding end (23) and having a cutting edge that extends beyond the cutting 
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side of the punch holding end (23); and a handle (29) extending form the punch holding 
end and configured, at least in part, to limit a cutting depth of the punch die (25). 

Regarding claim 31 , Russell et al disclose the punch die (25) extends beyond the 
top side of the punch holding end (23). 

Regarding claim 32, Russell et al disclose a side of the punch die opposite the 
cutting edge is configured to directly receive a cutting force. 

Regarding claim 33, Russell et al disclose the handle (29) is configured to 
substantially maintain an orientation of the cutting die (25) relative to the cutting 
medium. 

9. Claims 21 and 29, 30, 32, and 33 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Patenaude (5,230,156). 

Regarding claim 21, Patenaude discloses a punch assembly, comprising: a 
handle end (15) and an opposite punch holding end (11); the punch holding end (11) 
holding a punch die (18) that extends beyond a cutting side of the punch holding end 
(11); and the handle end (15) includes a sleeve (unnumbered) with the thickness of the 
sleeve being approximately equal to one-half of the distance that the punch die (18) 
extends from the cutting side of the punch holding end (11). See FIG 4. 

Regarding claim 29, Patenaude discloses a punch assembly, comprising: a 
punch holding end (11) having a top side (14) and opposing cutting side (13); a punch 
die (18) positioned in the punch holding end (11) and having a cutting edge that extends 
beyond the cutting side of the punch holding end (11); and a handle (15) extending form 
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the punch holding end and configured, at least in part, to limit a cutting depth of the 
punch die (18). 

Regarding claim 30, Patenaude discloses a sleeve (unnumbered) covering at 
least a portion of the handle (15), and at least a portion of the sleeve configured to 
cooperate with the handle to limit the depth of the punch die (1 8). 

Regarding claim 32, Patenaude discloses a side of the punch die opposite the 
cutting edge is configured to directly receive a cutting force. 

Regarding claim 33, Patenaude discloses the handle (15) is configured to 
substantially maintain an orientation of the cutting die (18) relative to the cutting 
medium. 

10. Claim 24 is rejected under 35 U.S.C. 102(b) as being anticipated by Chen 
(6,189,220). Chen discloses a punch assembly comprising: a cutting component (44) 
that is configured to a shape; a cutting component housing (A) (40) that houses the 
cutting component (44), the cutting component (40) extending beyond the cutting 
component housing (A); a handle component (34) extending from the cutting 
component housing (A) (40) for positioning the punch, and the handle component (34) 
configured to maintain an approximate orientation of the cutting component (40) relative 
to a cutting medium; and a cutting pad (64) adapted to be positioned so that the cutting 
pad (64) is adjacent the cutting component (44) when in use. 

Claim Rejections - 35 USC § 103 

1 1 . Claims 3-6 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Nehr 
as applied to claim 2 above, and further in view of Smith (3,250,163). Nehr fails to 
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disclose the material and method of manufacturing the die. However, Smith discloses a 
die made from steel rule (34), wherein the steel rule (34) has a first end and a second 
end; the first end and the second end are aligned and secured by welding. The ends of 
the steel rule (34) are welded to a plate (36). See col. 2, lines 48-50. Smith further 
discloses the advantages of using a steel rule die include low cost, high effectiveness, 
and longevity (col. 1, lines 12-15). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to manufacture the die of the 
Nehr device from steel rule, as disclosed by Smith, because steel rule is inexpensive, 
effective, and long lasting. 

12. Claims 13 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nehr as applied to claim 12 above, and further in view of Hellinger et al 
(4,388,743). Nehr discloses a handle/grip (11), but fails to disclose the grip comprises a 
material that absorbs shock. However, Hellinger et al disclose a tool wherein the tool 
handle component (15) includes a grip (23) that slides on the handle (15) and is 
manufactured from a material (rubber) that absorbs shock. This material choice makes 
the handle comfortable for the operator and resists slipping that could occur during use. 
In addition, this grip/sleeve would limit the depth of cut with the handle component 
because an operator would hold the sleeve-handle combination when using the device 
and creating a cut. Therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to provide a grip that is inserted on the handle 
and is manufactured from a shock-absorbing material, as disclosed by Hellinger et al, 
on the Nehr device for the purpose of operator comfort and sliding resistance. 
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13. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Patenaude as applied to claim 21 above, and further in view of Bourbeau (5,561,903). 
Patenaude fails to disclose indicia identifying the cutting side of the punch assembly. 
However, Bourbeau discloses a tool wherein the tool action is indicated by indicia (62). 
The indicia allow the operator to use the proper side of the tool. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to provide indicia, as disclosed by Bourbeau, on the Patenaude device for the purpose 
of indicating the action side of the tool. 

14. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Patenaude as applied to claim 21 above, and further in view of Smith (3,250,163). 
Patenaude fails to disclose the material and method of manufacturing the die. 
However, Smith discloses a die made from steel rule (34), wherein the steel rule (34) 
has a first end and a second end; the first end and the second end are aligned and 
secured by welding. The ends of the steel rule (34) are welded to a plate (36). See col. 
2, lines 48-50. Smith further discloses the advantages of using a steel rule die include 
low cost, high effectiveness, and longevity (col. 1, lines 12-15). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
manufacture the die of the Patenaude device from steel rule, as disclosed by Smith, 
because steel rule is inexpensive, effective, and long lasting. 

Response to Arguments 

15. Applicant's arguments with respect to the rejection(s) of claim(s) 21-23 under 35 
USC § 103(a) have been fully considered and are persuasive. Therefore, the rejection 
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has been withdrawn. However, upon further consideration, a new ground(s) of rejection 
is made in view of Patenaude. 

16. Applicant's arguments regarding the remaining claims have been fully considered 
but they are not persuasive. 

Regarding the new claim limitation including "an approximate orientation of the 
cutting component," the Examiner fails to see how this limitation reads over the prior art 
of record. Any handle would allow an operator to orientate the device, including the 
cutting component, relative to the cutting medium, and thus "maintain an approximate 
orientation of the cutting component relative to a cutting medium." 

Conclusion 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carolyn T. Blake whose telephone number is (571) 272- 
4503. The examiner can normally be reached on Monday to Friday, 8:00 AM to 5:30 
PM, alternating Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Allan N. Shoap can be reached on (571) 272-4514. The fax phone number 
for the organization where this application or proceeding is assigned is 571 -273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 



CB 

September 1 9, 2005 



Allan N.Shoap 
Supervisory Patent Examiner 
Group 3700 




